REMARKS 

Finality of Office Action 

Applicants on March 14, 2005, filed an RCE with a proper submission, including 
amendments to the claims. In response, on April 25, the present final Office Action was issued. 
Applicants submit that a final action at this point is improper and that the Office Action should 
have been a non-final action. 

MPEP § 706.07(h) under heading "VIII" states that "The action immediately subsequent 
to the filing of an RCE with a submission and fee under 37 CFR 1.114 may be made final only if 
the conditions set forth in MPEP § 706.07(b) for making a first action final in a continuing 
application are met." No allegations that the conditions of MPEP § 706.07(b) for making a first 
action final in a continuing application are met have been made, and applicants submit that such 
conditions are not met. Thus, the finality of the action dated April 24, 2005, is respectfully 
requested to be withdrawn. 

Concurrently filed with this reply is a petition that also requests the withdrawal of the 
finality of the last Office Action. 

Rejection of the Claims Under 35 U.S.C. S112. second p aragraph 

(Item numbers correspond to the numbers for each issue in the Office Action) 

Item 1 : 

Claim 6 is amended to further clarify the claim. Support for this amendment can be 
found, for example, on page 1 1, line 17 to page 14, line 8. It is clear from the disclosure that 
when nitrogen is present in the radical R 1 and/or R 2 , it can be in the form of -NH- [see, for 
example, page 13, lines 18-19], -N(a substituent, such as alkyl)- [see, for example, page 13, line 
17] or -N= in aromatic radicals [see, for example, page 13, lines 26-28]. 

Item 2: 

The term "comprising" is removed from the Markush groups in claim 1 . 
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Item 3: 

Applicants respectfully continue to disagree with this rejection. 

The exact chemical structure of the bridging group is not critical to the invention claimed. 
As long the bridging group fulfills its function, which is to bridge or link the one or more water- 
solubilising polar substituents to substituents of the phosphine group, it is within the scope of the 
claims. 

The Office Action alleges that applicants recite where the bridging group is, but not what 
it is. As the name of the group itself conveys, it is a chemical group that bridges two chemical 
entities. It is not merely the location that is conveyed by the recited term, but the nature of the 
group itself. 

Additionally, the specification on page 30, lines 19-29, describes a variety of bridging 
groups by general formulae. This guidance directs one of ordinary skill in the art to a large 
number of possible specific bridging groups and clearly indicates to one of ordinary skill in the 
art the nature of a group that can be a bridging group. 

The Office Action alleges that "It does not itself do something. It is the entire molecule 
that does something. It simply is." It is unclear what this allegation means. These allegations 
are in par with allegations such as, for example, the engine in a car does not itself do something; 
it is the entire car itself that does something. Applicants assume that the Examiner would agree 
that a certain function in a car could be assigned in a claim to a car engine apart from the car as a 
whole. 

The same is true in the chemical arts. A bringing group can bridge two chemical entities. 
A reactive alcoholic function on a compound can react with another compound. A double bond 
in an alkyl chain can be converted to a single bond by hydrogenation. Specific functions for 
groups in a chemical entity can have different functions and can achieve different ends. This is 
art recognized. 

Thus, defining a group that achieves a specific end in a compound does not offend art- 
recognized principles. Limiting the recitation to what the entire molecule does misses the point 
that certain groups within the whole compound have different functions that one of ordinary skill 
in the art clearly recognizes and can control by design. 

The arguments from the last reply regarding the use of functional language in claims is 
incorporated herein by reference. 
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Reconsideration is respectfully requested. 

Item 4: 

The Office Action alleges that heteroalkyl appearing in claim 43 is indefinite since there 
is no such thing. In this regard applicants attach search pages from www.google.com where for 
the term "heteroalkyl" 662 hits are made, and from www.yahoo.com where the same term 
yielded 1,570 hits. A search through the USPTO site made 718 hits for the term "heteroalkyl" 
appearing in the claims of granted patents. The PTO search page is attached, and the first patent 
on the list therefrom, i.e., USP 6,967,237, is also attached. Variations of this term, for example, 
"hetero-alkyl" yield much higher hits. The term "heteroakyl" is used widely in literature 
directed to those of skill in the art and in patents. Since claims are directed to those of ordinary 
skill in the art, and such person of ordinary skill in the art as evidenced by the common use of 
this term understands what is meant, there is no indefiniteness. In any event, in order to expedite 
prosecution, this term is amended. 

Item 5: 

The Office Action alleges that cycloaliphatic appearing in claim 43 makes no sense. 
While the classic definition of aliphatic may mean that there is a lack of rings, this term has 
become common in the art, and thus, one of ordinary skill in the art clearly understands what is 
meant. In this regard applicants attach search pages from www.google.com where for the term 
"cycloaliphatic" 51,400 hits are made, and from www.yahoo.com where the same term yielded 
63,300 hits. A search through the USPTO site made 8,388 hits for the term "cycloaliphatic" 
appearing in the claims of granted patents. The PTO search page is attached, and the first patent 
on the list therefrom, i.e., USP 6,967,227, is also attached. If such term would make no sense to 
those of ordinary skill in the art, it would not be used so widely in literature and patents directed 
to those of skill in the art. Since claims are directed to those of ordinary skill in the art, and such 
person of ordinary skill in the art understands what is meant, there is no indefiniteness. 

Item 6: 

Claim 46 is amended even though applicants disagree with the rejection. 
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The rejection of the term "compound" which replaced the term "derivative": 

The Examiner rejects the term "compound" as allegedly indefinite where it replaces the 
term "derivative." The Office Action alleges that it is not the breadth of the term that is the 
issue, but rather the not clear definition of the line between compounds that fall within the claims 
and those that do not. 

As discussed in previous replies, and as described in the specification, there are many 
pterin compounds (derivative) known in the art, and those of ordinary skill in the art have no 
problem identifying pterin compounds. Even the Office Action acknowledges the existence of 
many pterin compounds known in the art. As long as the pterin structure is present in the pterin 
compound in a form such that one of ordinary skill in the art recognizes such to be a pterin 
compound, such is intended to be within the scope of the claims. Clearly defining a line between 
what pterin compound fall within the claims is not necessary here to make this claim definite, as 
all pterin compounds are intended to be encompassed by the claims. 

Listing all the known pterin compounds is not an easy task or even possible, and limiting 
the invention to such a compiled list only gives the opportunity to others to encroach on the 
claimed invention by merely making an selection to a derivative inadvertently left out from such 
a compiled list. 

Additionally, even if this broad term includes inoperable embodiments, such is not a 
problem, as one of ordinary skill in the art would know how to avoid such. See In re Dinh- 
Nguyen, 181 USPQ 46 (CCPA 1974). Patent law does not require that an applicant making a 
broad invention limit his/her invention to specific embodiments that are clearly defined by a line. 
See Atlas Powder Company v. Kl Du Pont De Nemours & Company, 224 USPQ 409 (CA FC 
1984). (The court held that it would have been impossible for applicants to list all operable 
emulsions and exclude the inoperable ones, and that such a list unnecessary, because one skilled 
in the art would know how to select a salt and fuel and then apply "Bancroft's Rule" to determine 
the proper emulsifier.) 

Reconsideration is respectfully requested. 
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The Commissioner is hereby authorized to charge any fees associated with this response 
or credit any overpayment to Deposit Account No. 13-3402. 



Filed: November 23, 2005 

K:\eprov\17\Reply Nov 05.doc 



Respectfully, submitted, 



CsablfHenter, Reg. No. 50,908 
Harry B. Shubin, Reg. No. 32,004 
Attorneys for Applicants 

Millen, White, Zelano & Branigan, P.C. 
2200 Clarendon Boulevard, Suite 1400 
Courthouse Plaza I 
Arlington, VA 22201 
Direct Dial: (703) 812-5331 
Email: henter@mwzb.com 
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1 6.967.237 IB Ghrelin analogs 

2 6.965.030 HI 6-alkoxy- pyrido-pvridine 

3 6.965.004 ill Ethylene-styrene copolymers and phenol-triazole type complexes, cataly sts, and 

processes for polymerizing 

4 6.964.973 31 Bicyclic androgen and progesterone receptor modulator compounds and methods 

5 6.964.967 Bl Substituted pvrido[2.3-d]pvrimidines and methods for their use 

6 6.964.957 ill Fused pvrazole compounds, pharmaceutical compositions, and methods for modulating 

or inhibiting ERAB or HADH2 activity 

7 6.963.005 ill Compounds comprising phosphorus-containing metal complexes 

8 6.962.929 IB Pentafluorobenzenesulfonamides and analogs 

9 6.960.635 IB Isotactic propylene copolymers, their preparation and use 

10 6.960.572 IB Indolinones and uses thereof 

11 6.958.849 IB Electrophoretic display with improved temperature latitude and switching performa nce 

12 6.958.358 IB Inhibitors of cruzipain and other cysteine proteases 

13 6.953.764 fB High activity olefin polymerization cataly st and process 

14 6.951.939 IB Multivalent platform m olecules com prising high molecular weight polyethylene oxide 

15 6.951.918 IB Peptidic procollagen C-proteinase inhibitors 

16 6.951.849 IB Benzimidazolidinone derivatives as muscarinic agents 

17 6.951.848 IB Functionalized heterocycles as modulators of chemokine receptor function and 

methods of use therefor 

1 8 6.949.560 IB Imidazo-substituted compounds as p38 kina se inhibitors 

19 6.949.545 IB Heterocyclic side chain containing, n-substituted metal loprotease inhibitors 

20 6.946.560 IB Li gands for metals and improved metal-catalyzed processes based thereon 

21 6.946.479 IB N-sulfonyl-4-methvleneamino-3-hvdroxv-2-pvridones 
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22 6,946,458 EE N-thiolated beta-lactams: novel antibacterial agents for methicill in-resistant 

Staphylococcus aureus 

23 6,943,161 iE Pyrimidine and triazine kinase inhibitors 

24 6,943,158 til Diazinopyrimidines 

25 6,943,149 HE Benzimidazolone peptidomimetics as thrombin receptor antagonists 

26 6,936,716 OR Organometallic complex for organic electroluminescent device 

27 6,933,396 EE Process to prepare psorospermin 

28 6,933,355 Hi Ethylene-styrene copolymers and phenol-triazole type complexes, catalysts, and 

processes for polymerizing 

29 6,933,288 EE Pyranosyl cytosines: pharmaceutical formulations and methods 

30 6,930,117 iB N-alkyl-4~methyleneamino-3-hydroxy-2-pyridones 

31 6,929,747 DP High-affinity, low-molecular-mass displacers for ion-exchange chromatography 

32 6,927,036 HI Methods for synthesis of prodrugs from 1 -acy 1-alkyl derivatives and compositions 

thereof 

33 6,924,284 EE PARP inhibitors 

34 6,921,818 IE Purification of oligomers 

35 6,921,760 IE Aralkyl and aralkylidene heterocyclic lactams and imides 

36 6,921,496 IE Inorganic particle conjugates 

37 6,919,346 IE Isoxazolone compounds useful in treating diseases associated with unwanted cytokine 

activity 

38 6,919,340 ED Imidazo[l,2-a]pyrazin-8-ylamines, method of making, and method of use thereof 

39 6,916,936 IE Catalytic depolvmerization of polymers containing electrophilic linkages using 

nucleophilic reagents 

40 6,916,817 lTI Inhibitors of metalloproteinases 

41 6,916,805 IE Ouinoxalinones as serine protease inhibitors 

42 6.914,122 IB Macrocyclic NS-3 serine protease inhibitors of hepatitis C virus comprising alky l and 

aryl alanine P2 moieties 

43 6,913,897 IB Kit for conducting an assay to detect a substance using enzymatically -induced 

decomposition of dioxetanes 

44 6,911,546 EE Catalytic depolvmerization of polymers containing electrophilic linkages usin g 

nucleophilic reagents 

45 6,911,428 93 Diaryl peptides as NS3-serine protease inhibitors of hepatitis C virus 

46 6,906,073 IE Piperazine CCR-3 receptor antagonists 

47 6,906,050 IB Substituted p or phyrin and azaporphyrin derivatives and their use in photod ynamic 

therapy, radioimaging and MRI diagnosis 

48 6,906,046 IE Pharmaceutical uses and synthesis of benzobicyclooctanes 

49 6,903,218 CD Sulfonamide substituted chroman derivatives 

50 6,903,132 H] Non-peptide GnRH agents, pharmaceutical compositions and methods for their use 
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Ha" Title 

1 6,967,227 IB Carboxyester-modified vinvlic polymeric compositions 

2 6,966,849 Hi Multi-piece solid golf ball 

3 6,964,995 Hi Grafted comb polymers based on acrylovldimethvltaurine acid 

4 6,964,626 Hi High temperature polyurethane/urea elastomers 

5 6,963,439 Hi Electrochromic device having a seal including an epoxv resin cured with a 

cycloaliphatic amine 

6 6,962,948 IB Solventless, non-polluting radiation and thermal curable coatings 

7 6,962,730 Hi Coating composition containing crosslinkable monom eric diflinctional compounds 

having at least thirty carbon atoms 

8 6,962,661 IB Liquid — liquid extraction apparatus and method 

9 6,960,641 Hi Method of makin g block copolymers bv solid state polymeriz ation 

10 6,960,625 IB Transparent polyurethane-hydrogel composition, method of makin g transparent 

polyurethane-hydrogel composition, and air-freshener application 

11 6,960,620 IB Powder coating compositions comprising crystalline urethane acrylates and us e thereof 

12 6,960,619 B Foamable photo-polymerized composition 

13 6,960,315 IB Method for forming moldings from dime r fattv acid free polyamides 

14 6,958,415 IB Synthesis of pentafluorosulfuranvl arylenes 

15 6,958,367 fll Decorative coating composition for solid substrates 

16 6,956,086 B Water dispersible epoxv resins 

17 6.956,055 IB Substituted y-lactone compounds as NM DA-antagonists 

18 6,955,614 IB Golf ball 

19 6,953,832 IB Dental materials based on polyfunctional amides 

20 6,953,798 IB ft-alanine derivates 

21 6,951,943 Wi Process for the preparation of phenylalanine enamide derivatives 
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22 6,95 IS 13 ill Silicone-modified sulphonated comb polymers and preparations, in particular hair 

cosmetic preparations, based on such silicone-modified sulphonated comb polymers 

23 6.951.901 Wt Method for continuous anionic polymerization of impact-resistant polystyrene 

24 6.950.587 H3 Optical fibers 

25 6.949,599 Hi Polycarbonate polyester molding composition 

26 6.949,595 Hi Multi-layer golf ball with translucent cover 

27 6.949.594 Hi Molecular weight modification of thermoplastic polymers 

28 6.949,585 ill Cyclooctanone derivatives and cyclodecanone derivative, and use thereof 

29 6.949.537 Hi PI-3 kinase inhibitor prodrug s 

30 6.949.297 ill Hybrid adhesives. articles, and methods 

31 6.946,541 Hi Composition based on renewable raw materials 

32 6.946.538 HI Catalyst for isocvanate condensation, composition containing same, method for use, 

and resulting compositions 

33 6.946.515 IB Coating substance consisting of at least three components, method for producing said 

coating substance and use thereof 

34 6.946.192 ill Transparent polyester film with high oxygen barrier and additional functionality, its 

use and process for its production 

35 6.946.139 Hi Methods for producing foam from multiphase compositions 

36 6.946.088 IB Thermosetting coating mass 

37 6.943.231 ill Transparent polvamide mold ing materials havin g improved transparency, resistance to 

chemicals and high permanent fatigue strength 

38 6.943.230 Hi Method for thickening aqueous systems using hydrophilic polvurethanes 

39 6.942.819 HI Capacitor having corrosion inhibitor 

40 6.942,727 Hi High early-strength fiber reinforced cementitious composition 

41 6.939.939 Hi Polyurea/urethane optical material and m ethod for making it 

42 6.939.912 ill Compositions compris ing co polymers of N-vinylcarboxamides and mon omers with a 

hydrophobic radical, and use of these copolymers 

43 6.939.651 Hi Electro photographic photoconductor. an d p rocess cartrid ge and electrophotographic 

apparatus using the same 

44 6.939.601 ill Clear lacquer coat 

45 6.936.732 Hi Sulphonation of phenols 

46 6.936.677 IE fCvcloteondensation of isocvanate compounds 

47 6.936,672 Hi Mold addition polymerization of norbornene-tvpe monomers using group 1 0 metal 

complexes 

48 6.936.670 Hi Multifunctional alkoxvamines base d on polvalkvlpi peridines. polyalkylpiperazinones 

and polyalkylmorpholinones and their use as polymerization regulators/in itiators 

49 6.936.664 Hi Reworkable epoxidized l-fcvclo^ alkenvl ether/polvcarboxylic acid pr oduct 

50 6.936.204 IB Thermoplastic molding compositions and polymer addit ives 
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